THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134

fromthe examner's final rejection of clains 5-13 under 35

! Application for patent filed Cctober 26, 1993.
1
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U S.C. § 101 and of claims 1, 5 and 14 under 35 U.S.C. § 103.
Clainms 2-4 were indicated as containing all owabl e subject matter.
After the initial brief was filed, this case was remanded to the
exam ner for consideration of the Section 101 issue in view of
gui del i nes whi ch had been pronul gated by the Conm ssioner. Upon
remand, the exam ner withdrew the rejection of clains 5-13 under
35 U.S.C. 8 101 and indicated that clains 6-13 now contai ned

al l owabl e subject matter [supplenental answer]. Therefore, only
the rejection of clains 1, 5 and 14 under 35 U.S.C. 8 103 remains
on appeal before us.

The clained invention pertains to an apparatus and net hod
for predicting the subjective image quality of a reference i mge
whi ch has undergone a specified | evel of conpression and
deconpression. More specifically, intensity variation |oss
information is determ ned for inmage data whi ch has not been
processed and for inmage data which has been conpressed and
deconpressed. A conparison of this information is used to
generate a quality rating which predicts the subjective quality
of the processed i mage.

Representative claim1l is reproduced as foll ows:

1. An apparatus for predicting subjective inmage quality

of a reference inmage given a pre-specified | evel of conpression,
conpri si ng:



Appeal No. 95-4414
Appl i cation 08/ 143, 007

a conpressor for receiving and conpressing the reference
image at the pre-specified | evel of conpression;

a deconpressor connected to said conpressor for
deconpressing the conpressed reference i nage to produce a
processed i mage;

a bl ocking estimation processor connected to said
deconpressor for receiving the reference i mage and sai d processed
i mge, said blocking estimation processor including neans for
segnenting the reference i mage and said processed i mage each into
an array of bl ocks, wherein each block has an intensity
variation, and neans for generating intensity variation |oss
i nformati on regardi ng the percentage of blocks of said processed
i mge having less than a pre-determned fraction of the intensity
variation of a correspondi ng bl ock of the reference i mage; and

a quality rating generator connected to said bl ocking
estimation processor for generating an inpairnent |evel based on
said intensity variation |loss information, which |evel indicates
a quality rating which predicts the subjective quality of said
processed i mage.

The exam ner relies on the follow ng reference:

Bovi k et al. (Bovik) 5, 282, 255 Jan. 25, 1994
(filed June 17, 1991)

Clains 1, 5 and 14 stand rejected under 35 U S. C. § 103.
As evi dence of obviousness the exam ner offers Bovik taken al one.
Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the brief and the answers for the
respective details thereof.
OPI NI ON
We have carefully considered the subject matter on

appeal , the rejection advanced by the exam ner and the evi dence
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of obviousness relied upon by the exam ner as support for the
rejection. W have, |likew se, reviewed and taken into
consideration, in reaching our decision, the appellant’s
argunents set forth in the brief along with the examner's
rationale in support of the rejection and argunents in rebuttal
set forth in the exam ner's answers.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in the
particul ar art would not have suggested to one of ordinary skil
in the art the obviousness of the invention as set forth in
claims 1, 5 and 14. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine, 837

F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in Gahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to arrive
at the clained invention. Such reason nust stem from sone

t eachi ng, suggestion or inplication in the prior art as a whol e



Appeal No. 95-4414
Appl i cation 08/ 143, 007

or know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U S 825

(1988); Ashland G I, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Mont efiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essential part

of conplying wwth the burden of presenting a prima facie case of

obvi ousness. Note In re Qetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992).

Wth respect to each of clainms 1, 5 and 14, the exam ner
basically finds that Bovik teaches all of the clainmed features
except for the switch operating in the clained manner. The
exam ner notes that Bovi k discloses a swtch, and the exam ner
reasons that it would have been obvious to the artisan to nodify
Bovik to use the switch as clainmed [answer, pages 11-13]. On the
ot her hand, appellant argues that 1) Bovik is not related to
predi cting subjective image quality; 2) there is nothing in Bovik
t o suggest operating on a processed inmage as well as a reference
image; 3) there is no generation in Bovik of variation |oss

i nformation regardi ng the percentage of bl ocks of the processed
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i mge having |l ess than a predetermned fraction of the intensity
vari ation of a corresponding bl ock of the reference inmage; 4)
there is no generation in Bovik of an inpairnment |evel based on
the intensity variation loss information; and 5) the switch in
Bovi k does not suggest the operation performed by appellant’s
claimed switch [brief, pages 14-18]. Each of appellant’s
argunents is correct and is sufficient to justify reversal of the
exam ner’s rejection.

It is sufficient for this decision to nerely consider the
argunent referred to as “2" above. Al of the neans and steps of
the cl ai ned bl ocking estimati on processor are based on a separate
anal ysis of a signal after it has been processed by conpression
and deconpression with the same signal w thout any processing.

In our view, Bovik does not operate on a reference image and a
processed i mage so that none of the steps or neans of the clained
i nvention which relate to the processing of two different imges
are suggested by Bovi k.

The exam ner suggests that the inmage signals comng from
storage device 14 and canera 11 in Bovik represent the two
different signals as clained. W do not agree. The signals in
storage device 14 are the exact sane signals as are generated by

digitizer 12 of Bovik. |If the digitizer is the conpression
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devi ce as argued by the exam ner, then the reference imge, which
is defined as the inmage before conpression, is never fed to
Bovi ks m croprocessor for separate processing. Regardless of
where one considers the processing to take place in Bovik, there
is no calculation of the clained values for both a reference
i mge and a processed imge. Since all the clains on appeal
recite this formof parallel processing of two inmages, there is
no way that Bovi k can reasonably suggest the invention as
cl ai med.

The decision of the examner rejecting clains 1, 5 and 14
IS reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge
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